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REMARKS 



Claims 10 and 22 have been cancelled, without prejudice or disclaimer. Claims 1 and 13 
have been rewritten to incorporate the subject matter of claims 10 and 22 therein, in order to 
more particularly point out and distinctly claim the Applicants 1 invention. Thus, claims 1-9, 1 1- 
21 and 23-26 are pending in this application. 

The claims have been amended to remove the rejection based on 35 U.S.C. § 1 12 and 
also to clarify the present claimed invention. Also, claim 1 has been amended to positively recite 
method steps. 

Claims 1,3, 10, 12-19,22 and 24 are rejected under 35 U.S.C. § 102(b) as anticipated by 
Hitachi (JP 62-9822); claims 20-21 are rejected under 35 U.S.C. § 103(a) as obvious based on a 
combination of Hitachi in view of Shingjjyutsu (JP 8-300227); claim 2 is rejected under 35 
U.S.C. § 103(a) as obvious over (JP'822); claims 4, 5, 7 (and 16-17) are rejected under 35 U.S.C. 
§ 103(a) as obvious based on a combination of Hitachi as applied to claims 1-3, 10, 12-19,22 
and 24 above, and further in view of Takahashi (JP 6-210517), Shingiivutsu and Sakakibara (JP 
06-155165); claims 1 1 and 23 are rejected under 35 U.S.C. § 103(a) as obvious based on a 
combination of Hitachi as applied to claims 1-3, 10, 12-19, 22 and 24 above, and further in view 
of Sakanishi (JP 63-306826); claims 25 and 26 are rejected under 35 U.S.C. $ 103(a) as obvious 
based on a combination of Hitachi as applied to claims 1-3. 10, 12-19, 22 and 24 above, and 
further in view of Ma.gara (JP 10-128620) and Kawasaki (JP 02-139125). Reconsideration and 
removal of these rejections are respectfully requested on the basis of the present amendment to 
the claims and the following remarks. 
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Hitachi is directed to an electric composite abrasion method. As shown in Fig. 4, an 
electrode 1 and a process object 3 are respectively connected to a cathode and anode of a DC 
power supply. The process object 3 is subject to an abrasion process by rotating the electrode at 
an RPM N, and applying the feeding velocity v to the process object 3, while a processing liquid 
5 is supplied to the abrasive material 2 through a hollow section 4 of the electrode 1 . 

While the insulating abrasive material 2 of Hitachi is inteiposed between the electrode 1 
and the process object 3 while the process object 3 is being processed, the same is quite distinct 
from the present independent claims 1 and 13 where a thickness of the film is controlled by 
changing at least one of the parameters of the contact area between the electrode and the 
processing subject, the pressing pressure and the relative shifting rate. On the other hand, in 
Hitachi a thickness of the insulating material ( and processing liquid) is not controlled. Claims 1 
and 13 have been clarified to highlight this feature. 

Specifically, claim 1, as now amended, requires that: 

... controlling a thickness of the film by changing at least one of 
parameters of the contact area between the electrode and the 
processing subject, the pressing pressure and the relative shifting 
rate and the viscosity of the processing medium 

Similarly, claim 13, as now amended, requires that: 

... a control unit which controls the contact area between the 
electrode and the processing subject, the pressing pressure, the 
relative shifting rate and the viscosity of the processing medium as 
parameters, and gives an instruction for changing at least one of 
the pressing pressure and the relative shifting rate so that a 
thickness of the film is controlled 
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Thus, there are significant differences between the subject invention and Hitachi . 
Therefore, claims 1 and 13, as now amended, are not anticipated by, or obvious in view of, 
Hitachi . 

Amended claims 1 and 13 patentably distinguish over the Hitachi reference for the 
reasons above. Dependent claims 2-9, 1 1-12, 14-21 and 23-26, due to dependency, also 
patentably distinguish over Hitachi for at least the reasons that their base claims 1 and 13 
patentably distinguish over the cited art. The further references to Shingijyutu , Takahashi , 
Sakakibara , Sakanishi , Magara and Kawasaki do not teach or suggest the deficiencies in Hitachi . 
Therefore, for the same reasons that independent claims 1 and 13 are not anticipated by, nor 
obvious over, Hitachi , dependent claims 2-9, 11-12, 14-21 and 23-26, which depend from claims 
1 and 13, are not obvious over the combination of Hitachi and the other cited references. 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 

Attached hereto is a version with markings to show changes made. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No, 19-4880. Please also credit any 
overpayments to said Deposit Account. 

Respectfully submitted, 
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SUGHRUE MION, PLLC 
Telephone: (202)293-7060 
Facsimile: (202) 293-7860 

WASHINGTON OIT1CH 



23373 

I' \: I.N 1 I k \l;l.\l \kk OITUT. 

Date: February 27, 2003 



Attorney Docket No.: Q64212 



Respectfully submitted. 

s\\ 'J -'I 1 1< 



lv - Yoshinari Kishimoto 
Registration No. 47,327 
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APPENDIX 



VERSION WITH MARKINGS TO SHOW CHANGES MADE 

IN THE CLAIMS ; 

Claims 10 and 22 are canceled. 

MM 07 mi 

The claims are amended as follows: _ ^ 

TC 1700 

1. (Amended) A discharge processing method, wherein an insulating processing medium 

n: \ : - p ; ^p^ ap , is HrK rp* u >k nu :po^^^yd between an electrode and a processing subject and 
discharging energy is supplied between the electrode and the processing subject so that the 
processing subject is processed by the discharge, wikw-Hi a ryvv^mi^ h p.rtw, p d-r 

Mika P P pP SPP. 1 i he Pap> Op 

;•' a p ! . the electrode >v-h- :M.:-n.u ^Poa-.app the processing subject at a 
predetermined pressure so as to allow the processing medium to form a thin filnr pp ; a;a. P>vk; 
;ipp imp privesMULj MiipavP PaPippa a ponPipi aiaa PpvIxiwcpi: 

^pi' iip wmla -a; Kpjpppnc p>[ the electrode and the processing subject a-v ivma u'i.tuvvtv 



i \v aa ; i ; i k: a iaa \\ \ u ia a'iu P :a Ph 



"p'aa : aP and the viscosity of the processing medium . 

8. (Amended) The discharge processing method according to claim 1, wherein a green 

compact, which is formed by compressing and molding metal — ^ ^ ^ ppa;* — •• that forms a 

compound -n.tr ; - pPtP-t-atv ; t- l-u*' ♦ h< * or powder thereof, is used as the electrode, and a 
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processing medium containing carbon is used as the processing medium. 

13. (Amended) A discharge processing device, wherein an insulating processing 
medium h.ivin^ a yak^a\ is HrkH^it-rik-Hiiiiicipo^cii between an electrode and a processing 
subject and discharging energy is supplied between the electrode and the processing subject so 
that the processing subject is processed by the discharge, aHa-\ivkkk/kv; b\ comprising: 

a pressing unit which presses an electrode <maa : paiak a processing subject with a 

predetermined pressure m ? as hp a! K ■ \\ \ he... p. 1 1 ^a ^ ^ \ ncd iutvi a- h»nr: a ;_ h u\ hi : a , ' aa >:kanpK k 

a ad ( :a- a\ ^a'^a:;; •• ahjcai a,a aia.a a a> akaa! >ia a a;, '.civ; v. aaa; and 

a driving unit which moves the electrode and the processing subject relative to 
each other a a a aaak'.a k:' ! kaa rate . 

VV+teftH-H H p-V^kr^kffY^ ertffi-t-ti *-H-H Vri-Yrk- lire tv-kvt : 4f odt ! j->i : e>->t-H-i vktk-> H--k" 

^V^H1« -stibk-vr ki\ -it JkVukia H it H tail jMV^MHtr M* H> H *--cit K a }>i"* H..'t'^>Ht^ rt ftkti t stir h ** HH Hi it Utth 
. ; r : . vv ; ; f 1 4 a v ■ ^ rv vt M n.k ' - ■ d"i ♦ ' *k p: t »\ C *~ ** 1 r h: l 'Ua K.H/r ■ lv II; r | Vi hi IV H '< r t k ^Vv'ti ; a. 1 k ! 

a a- -a! a * ■ a a ! which a* ^d a •*•• [he eoakk! area helwccn lha ekvlrodc aau ilk* pa va^a ha 

>ahjeck ;hc p< c >m a a pi wmiiv. Mia ivLnpc -a • ! a ap rale add aac Pkewkj\ l m ... hie pikkak^aap 

a k'd a aa a • p,adaa la:'-- . a ad ekes a a i a k i ee; a a = ! t >r ehan a ; n a a: leak * a a: > a lha p; a -a ep pi a v-arc 

14. (Amended) The discharge processing device according to claim 13, wherein 
the thin film ha- ka J kt aaai- a thickness of 0. 1 to 1 jum. 

15. (Amended) The discharge processing device according to claim 13, wherein a 
* a .a the relative movement is e f a a ( a > a - spiral -a^acr. 
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16. (Amended) The discharge processing device according to claim 13, wherein 

■!V ; Vv^M : :^ iUCcilUli; \ ^ l\ lubricant xt^tu Uk-j'M VC^kk' Hrt'tiKHH. 

17. (Amended) The discharge processing device according to claim 13, wherein 

ikv pkv\>kn^ medium i> grease ivusvkj us tin- ph vt^utk tm dunn. 

18. (Amended) The discharge processing device according to claim 13, wherein 
;!u .p:'\vc>_v!ig mcduim k a material formed by allowing a polymeric water absorber to absorb 
water h -^ui ^ the f^ve^k-- mkvhukk 

19. (Amended) The discharge processing device according to claim 13, wherein 
uu: pri , s ^>^ ] J.i.J}.!>-d..iy.0. 1 k...... .!:n;\jurc containing silicon powder mrx-ed- ib-m tlte +M-v^e^+f^* 

l: H V: i H rk. 

20. (Amended) The discharge processing device according to claim 13, wherein 

\hc s L\ iWHk Is a green compact, which is formed by compressing and molding ajnetal mk-I}- ;h 
t m ditrrri h that forms a hafd compound k ^ tik-tknrm VTt t ^ n: e t i k ' ♦ or a_powder thereof ; t-^ -ti-tkt 
, ., v - i f nk-, and ctiik' processing medium c< kikiukakkkknkk carbon ?s k^-d Pv ^.vk-- u- 
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